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Follow us on LinkedIn!
Ferrante IP
Michele Ferrante
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Michele has 20 years of experience assisting western brands protecting and
enforcing their IP rights in China.
BXBRE20F K —HER N T RMEEERWREBRMNR=NRF S BERNZI -

He has been involved in high-profile litigation, including before the Supreme
People’s Court. He is regularly invited to comment on draft legislation and
contribute to high-level policy meetings with Chinese and foreign authorities
on topics of IP protection.

BRELTEESRUE-ERZRBENVIFILEN  IBES AREREIENEGS - i
RBZRMINEBEEZERFREWEN - FZRNBLE P IMNIT B FNR R IF 0
B ERABRSW -

Ferrante Intellectual Property is a full-practice registered PRC Law Firm
specialized in IP and & Trademark Agent.
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Ferrante X N T HEANR=NNERESE A EAZFPRE ZAAERS -

With over 40 professionals and 3 locations across China, it offers
comprehensive legal services on all aspects of IPRs, licensing, unfair
competition, consumer protection, anticounterfeiting and e-commerce.
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Helpdesk free services
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Enquiry Helpline Training Workshops Webinars
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Website & Blog Guides & Factsheets
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Internationalising to China: What Does it

Include?
HAPENERED

« Doing R&D and/or Manufacturing in China
£ P Ef A KBV

- Marketing a Product/Service in China (online or
offline)
EPESHmAMRS (/%)

- Participating in Trade Fairs (online or offline)
ZM& L/ T RE=

o « Offering a product for sale in China (including
with no specific marketing campaign)
HOBIIE R (BRLRESHEINE M )
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What Are the Main IP-related Challenges?
S5MRFENAARNEZE B

CHINA IPR
SME HELPDESK

Pre-emptive Registrations

0 sTEM

Squatting and Counterfeiting

MRS

Unauthorized use of IP Rights or Technology
REFENEAINR =S AR

Unauthorized Sales

REENHITHE

Unauthorized use or hijacking of Merchandising and
Packaging

RERNERSHEmAEE

Unauthorized Import and Exports

REFNHEE O

Hijacking of a brand’s appearance (e.g. store layout)
hEmMEINI (WBEEMR )

Fake Malls
RIFINE
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Building a Comprehensive China Strategy

for IP Protection in the Digital Economy
MEBHFE TN PER=NRIFG S RIS

1. The Bottom Line: Register your IP 1. 242 - BIBEIRFEN
Rights
2. Build Connections with Authorities 2. SHENMEMEREILEKEZ

and Experts

3. Secure Your Contracts 3. RIFERINE

4. Collab t ith the Onli Selli X
ollaborate wi e Online Selling 4. 54 LRET oS E
Platforms

5. Enforce and Protect your IP Rights 5. SCHERRIE AR =AY
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1.

The Bottom Line: Register!
R T
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Registration: the Bread & Butter of IP Protection
M ANRFERRIPRINE SR

- Trademarks B
- Patents =l
- Copyrights hRAX
. - Domaine Names e
. It is advisable to register your IP rights before

internationalising to China
HAFPER] - &=EFFRTTTHAIRPOEM -
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New Rules against Trademark Squatting
I EERIe TR RE

 Trademark Law has been amended at the end of 2019
BinEST2019FEFITIBLT

- Bad-faith applications can be stopped
R EBRIFT O LE

- Bad-faith registrations can be invalidated
HRUIMOI R EE LM

« Acting upon infringement is essential: administrative and civil remedies
HEANAT A RN Z T BRI R B RS

- Arbitration/Mediation can be considered as ADRs
& E AR O] A B RPN ER RS ( ADR)
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2.
Building Connections with Authorities

SE &L %

@
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Authorities at National Level: Some Examples
PR ( ZhH

CHINA IPR
SME HELPDESK
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The National Intellectual Property Administration
(CNIPA)

EREIMRNE

General Administration of Customs of the
People's Republic of China (GAC)

PEARXENMEBREE
General Administration of Quality Supervision,
Inspection and Quarantine (AQSIQ)

Market Supervising Administration (MSA)
ExXminhBEERE
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Foreign Authorities and Offices : Some Examples
FSMILETTIS (85 )

41

«  Embassies
RIETE

« Delegation of the European Union to China
MBI FEAERA

« National and International Chambers of
Commerce
BEMEFRES

« CHINA IPR SME Helpdesk
R 28 /(BN P E MR =AY AR S5 4
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3.
Secure Your Contracts

ol = T

v
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Contracts that shall Contain IP

Protection Clauses: Some Examples
aRN8Z MIRENERFREMR : fF

« Contracts for manufacturing

— s EE |
— « Contracts for the use/licence of technology/IP
— Rights
—— BR /AR E R/ T B
- Distribution Agreements
@ D EE Y
« Tenancy Agreements
MY
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Types of Clauses Dealing with IP

Protection : Some Examples
FHRFEARRIPRISR IR : fIF

« Territorial Validity BEIEN

* Sub-licencing O]

«  Exclusivity Bt

« Regulation of Parallel Imports/Exports
FirEEOhE

Ownership of IP Rights (in R&D)
FNRFANFERAEN (R )

« Duration of use 1= FHEARR

« Payment (Royalties) AT (AR

« Sanctions for violations X IEAAT RO

« Dispute resolution methods (including Arbitration and/or
Mediation)

FWAIETTT0 ( SR hE/ B )
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4.
Collaborate with the Online Platforms

54 FFEMEIE

b
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The Chinese Online Market is Growing

Exponentially
o E BN iRig E AR

- Size of the Market TiGHIE
800+ million internet users
B8 GEMAF

Online Retail Transaction (2019) : 1,5 Trillion USD (source: McKinsey)
2019 F,FEIN ELEERXFENNFEL. 5 F12ET (HIEXRE . £5% )

- Specific Sale Channels 15 H9tH &R E
Social media FL R AR

Online Platforms (e.g. Taobao, Tmall) #%Lt¥& (WA=E - X¥E)

- Specific Consumer Habits 1IFHYE 2 E ST
“Singles Day” sale for Alibaba - 2018 : 30.8B USD & 2019 38.4B USD
2018FMEEEEA"N+—"4#= : 308{143%7T (2018 ) & 3841737t (2019)
020 - Online to Offline
% ERIZL MEL
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The New E-Commerce Law (2019) Introduced

Tools to Strengthen IP Protection: Examples
W (BFESEY (2019 ) BEFNR=RURIFEE : Z6)

THMALL

B R LT L XE
A A

€D

okbuy.com

CHINA IPR
SME HELPDESK

- Established trend even before the new E-Commerce Law
W (BFEFZE) HER - MRFNRIFMEZEAREAE
« Under the new Law , online platforms shall:
RIEMH (BFEFE) & LFSMN
e Establish their IPR protection rules
#2171 B B RAIR =R P AL E
o strengthen cooperation with IPR holders
mEsSIRFREEANSE

e Act in accordance with a duty of care if they “know
or should have known” of IP infringement

X3 FERFNS AN Y ENR = AXRANAT A - BT ER NS
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What Are the Practical Steps to protect IP rights?
ANH PRI A IE

* Monitoring programs

R

«  Communication with platforms about risks and infringements
S5¥aaBNNAENEE

- Platforms shall take necessary measures in case they detect IP
infringement :
S RIMFNZ =R NAT - NREUN ST
« Deletion and/or blocking of the link
fIBR/ £ £i 0% 1%
« termination of transaction and service
LIRS MRS

- Joint and several liability of the platform and the seller
FasELnERRE
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S.

Enforce Your IP Rights
T 5& AR~ R P
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Enforcing IP Rights is the Less Costly Alternative
MMEaFMIR R IPFER A RIEN G =

* Preserving the value of trademarks, copyrights and other IP Rights is key
REZFRIPER « RIFE IR AN E

- Leaving infringements unpunished dilutes the value of IP rights
SHEXATANNES ZHI S FHNR =N TE

With the assistance of experts,
build an enforcement strategy that is

cost-effective and preserves the value of the rights
EXROIDIBBHIE — M EBR AN @I RPN MBI SEHE G 5
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What Are the Options for Enforcement?
SNiPES

« Administrative Claims
TBOFIA
« Civil Ligation

'~ =HA O R IR

« Custom Seizures

—=> BRI

 Raid Actions

- ST
A - Arbitration or mediation (e.g. for complex contractual
disputes)

HABR (MERNEEHES )
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Summary of Tips

=+
/E\ él:l

1. Register your IP Rights

2. Build Connections with Chinese
and Foreign Authorities

3. Secure Your Contracts
4. Collaborate with the Online Selling

1. SEMANR

2. SPEKEMERBFNML
FERVAES

3. RIFGRINE=E

Platforms 4. 5% FHEHEFSEE
5. Enforce and Protect your IP Rights 5, R®IF4&1iR~N
6. Work with Experts 6. 5EXEE
CHINA IPR © European Union, 2019. R_euse is authorised proyid_ed the source is_
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Q&A?

Thank You!
159 157

Info@ferrante.asia
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CHINA IPR 8
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EU

€ THE FACTS! Business in Mzinland Chin for
Et-Companies
SIZE of Market
Key INDUSTRY SECTORS

© (7R in Mainkznd China for SMEs
BACKGROUND

Intellactual Proparty Rights for SMES: Why
is thiis RELEVANT to you?

How does Mainiand China's IF fegal
Framework compare to INTERNATIONAL
STANDARDS?

e |P Rights in Mainland China THE BASICS
A Comymght
B. Patents
C Trade Marks
[ Gengraphical jndications (Gis)
E. Trade Secrets

) Using CUSTOMS to block counterfeits
@ Erforcing v
Admiinistrative actions

Chril Litigation
Criminal Prasecution

O RELATED LINKS and Additional Information

Co-funded by:

Eusropean Linion

© China IPR SME Helpdesk 2015

CHINA IPR
SME HELPDESK

IP Factsheet: Mainland China

1. THE FACTS: Business in Mainland China for EU Companies

{Source: OG Trada §

SIZE of Market -
O EU exports to Maimland China: EUR 1755 biltion
o EUimports from Mainland China: EUR 299.9 bilion
©  Total trade in goods: EUR 473.4 billien

3 Mainland China |5 the ELV's secand (argest trading partner, after the USA
> The EU s China's Largest trading partnar.

ey INDUSTRY SECTORS

» EU exports to Mainland China are dominated by machinery and
equipment, motor vehicles, alrcraft. and dhemicals.

» Mainland China's key export items to the EU include machinery and
equipment, footwear and clothing, furmiture and tamps, and toys

Protecting Your
Trade Secrets
in China

Prevention is the

key to protection.

WHAT EXACTLY CAN BE A TRADE SECRET

SOMETHING 1 is not publicly known

Yoty expressions

of ideas

has commercial = SECRETS

value

know-hows,
manufacturing

you took measures or design techniques

to keep secret

wals

status of
products or
services under

development

uable business

information, lists,
cost and price

informatian

KEEP IT SECRET, KEEP IT SAFE

It is impartant to remember that once trade secrets
become publicly known, they can no longer be

protected as trade secrets.

DON'T FORGET YOUR EMPLOYEES

Require all

who actually

I need it with strict

DEALING WITH THIRD PARTIES

Business dealings or negotlations
with third parties. patential
partners. suppliers, contractors,
licensees, or customers

© European Union, 2019. Reuse is authorised provided the source is
acknowledged. The reuse policy of European Commission documents is
regulated by Decision 2011/833/EU OJ L 330, 14.12.2011, p.39.

Be sure
to held
exjt-interviews

and have
them return
documents,
materlals,
computer:

and fi

monitor your
partners, suppliers or
licensees to make
sure they are
complying with your
trade secrets
protection policy

Establish an
internal
management
system for
trade secrets.
Training and
clear written
quidelines are
essential.
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Stay connected!

HRVEFRAT!

@iprchina @ChinalPR

N
.

WWW.youripinsider.eu www.ipr-hub.eu
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\“E Commission

FourIPR SME helpdesks

Helping small businesses to
manage thelr mtellectual property

Internal Market, Industry, Entrepreneurship and SMEs
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Questions?

A 0] S B AR

HELPLINE

free, fast & confidential

3ddys’

question(@china-iprhelpdesk.eu
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